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WHAT'S IN A NAME?

» It is what the customers look for when doing a repeat
purchase/order

» It embodies the goodwill and reputation of the
oroduct/service (some desired benefit)

» Customers develop an emotional atta~"

trademark.
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WHAT'S IN A NAME?

" It informs the public of the QQMMERQIAE. QR'G'N

of the product or service which is responsible for the
product or service

" It captures the TQTAE. 'NFQRMAT'QN about a

product or service (quality, characteristic and
distinctive feature)

" It assures produrt’
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MRRKS IN YRRIED SIZES & SHAPES




*everyone is using the

saine name!

*anyone can nse the same
flame!
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A MAR BECOMES A

PROPERTY ASSET

ONLY IF THE OWNER CAN LEGALLY
EXCLUDE OTHERS FROM USING IT

A MARK IS ONLY AS VALUABLE AS
THE OWNER’S WILLINGNESS TO

"’lNG" !! IP PRO
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THE EXCLUSIVE RIGHTS TO A
TRADEMARK & SERVICE MARK IS
ACQUIRED THROUGH REGISTRATION
MADE IN ACCORDANCE WITH THE

INTELLECTUAL PROPERTY CODE

AND CONTINUOUS COMMERCIAL USE
OF THE MARK IN THE PHILIPPINES.

Registration with DTl and SEC and other

) regulatory agencies does not give
proprietary rights. b PRO
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Brand Equity

BRANDS IMBUED WITH THE

STATUS OF A “PROPERTY ASSET”

THAT CAN BE OWNED, ASSIGNED,
FRANCHISED, LICENSED, SOLD
AND GIVEN MONETARY VALUE.

BT—




4

I registration

REGISTRAMON FACTS

Registration is per class of goods/services

Registration is awarded only after examination
and publication

Examination - (a) First-to-file Rule
(b) Capability to Distinguish
(c) Wordmark or Stylized Mark
(d) Class of goods / services
Publication - invite others to oppose
@ IP PRO




PRODUCT ( [assﬁcatwm

" e -Chemieals
cass2. PAINES

cussz: COSMetics, Cleaning Preparations

cuass+ LUBHcants & Fuels
cuasss: Pharmaceuticals
casse. Metal Goods

cnss7. MAchinery
CLASS 8: Hand Tﬂnls




PRODUCT ( [assyﬁcamn,

" : ‘MCIA§§9 VaI‘IOIIS*aIIIlaI'aIIIS [PROtOYrapHy: cirtema:photo: ety
cass 0. Medical instruments & equipment
cass 11 LIGITING, heating, cooking apparatus

cuss 2 eRicle, locomotion by land, air or water
cuass 13 FIFG Arms, explosives
cunss 14 PrECIOUS Metals

cass 5. MUSIcal instruments
cass 6. PANer and printed materials




PRODUCT( hsszﬁcau’om

<4 Rubiber-plastic-materials -
cuss « Leather goods

cuass 1. BUIAING materials

cuass 2o FUMItUrE
cuass2t: Household or kitchen utensils, etc.
cass22 ROPES, Nets, strings, etc.

cass2s YANS and threads
cass2¢ 1€XEIe goods




PRODUCT( [assﬁcau’om

" : MCIA@é 25 ﬂlﬂﬂ““ﬂ Iﬂmmar heallgeal’
cass 2. RIDDONS, 1ace, pins, buttons
cass 2 GArpets, mats, linoleum

cuss 26 @AMES and Playthings
cass 2o Neat, fish, poultry
cuass 30: GOffee, Tea, Gocoa, Sugar Flour

cass 3. Agricultural, Horticultural goods
cass 2 BEEE, Water fruit juices




cunss 3 AICONOIIC heverages
CLASS 34 Tohacco matches smokers artlcles
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cunss 3. AVErtiSing, general businesses

cuss s FiNANce, Real Estate Services

cassa: GONStruction Services
cass s Telecommunications
ciass 30 Transport, travel Services




PRESULY T I Yt
FALIDITT & VRNIERSHY
LEGISTLATION WALEST UNES:
. FORMAL EXAMINATION
> SUBSTANTIVE EXAMINATION

s PUBLICATION FOR
OPPOSITION

N ANCE OF CERTIFICATE (@




Registered trademarks
examination to show t
generic or descri

BT—

Presumption oI Distinctiveness

nave passed
ney are not

ntive.

~Because not all marks are equal!!
There are strong marks & weak marks.

g E IP PRO




AVOID USING
MARKS THAT

f ARE GENERIC
OR DESCRIPTIVE
TO THE GOODS
OR SERVICES
FOR WHICH THE
MARKS ARE

USED
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GEWERIC NARK
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A mark cannot be reglsfered ifitis
identical or similar to a registered mark
or a mark with an earlier filing or
priority date belonging to a different
proprietor when used in related goods or

services




Consumer ﬂ?rowmom

Mo piyyy-baeking on th qoodwill
and rzputation of others.

The law does not allow the

COMMERCIAL USE

of identical or confusingly similar
marks on related goods or
services.
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NOT JUST IDENTICAL MARKS....

Colorful Imitation.
TRADEMARKITIGATIO

“Usually the (quilty party) does not
normally copy but makes only colorable
changes.....

The most successful form of copying is fo
employ enough points of similarity fo
confuse the public, but with enough points
of difference to confuse the courts”

IP PRO




‘Un onr Comeﬁﬁom

“Such semblance.. as to deceive an
ordinary purchaser giving such
attention as a purchaser usually
gives, and to cause him to
purchase the one supposing it o be

the other.” @




Use of the name “L.C. Big Mak Burger, Inc.” in a
restaurant business which serves siopao, noodles, pizza,
and sandwiches which appears in food packages and
signage (written in silhouette red-orange letters with the
“b” and “m” in upper case letters and accompanied by the
company mascot, a young chubby boy nhamed Maky..
therein and a blue lower garment) was declared infringing
upon the trademark, BIG MAC, of McDonalds

@ IP PRO
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"DEH SONAN" Te

MIKE CROW'S L0OF
INTERNET CAFE

- “SALONPAS” and “LIONPAS”
* “Celdura” and “Cordura”
* “Cutex” and “Cuticlean”
* “Kotex” and “Femetex”
* “CASCARETE” and “Celborite”
* “Celluloid” and “Cellonite”
@ IP PRO

* “Hebe” and “Meje”
h « “Zuso” and “Hoo Hoo”




Colorful Imitation.
ABEMARKLITIGATIO

...confusing similarity is to be determined
on the basis of visual, aural & conneotative
comparisons as well as the overall
impressions engendered by the marks in
controversy as they are encountered in
the realities of the marketplace.




One who has imitated the trademark of another
cannot bring an action for infringement,
particularly against the true owner of the mark,
because he would be coming to court with
unclean hands.

Priority is of no avail to the
bad faith plaintiff. Good
faith is required in order to
ensure that a second user
may not merely take
advantage of the goodwill

BT—




TRADEMARK
LANDMARK CASE

The DOMINANT FEATURE IS the phrase 'San Miguel’

written horizontally at the upper portion. Below are the
words 'Pale Pilsen' written diagonally across the middle of
the rectangular design. In between is a coat of arms and the
phrase 'Expertly Brewed.' The 'S'in 'San' and the 'M' of
'Miguel,' 'P' of 'Pale' and 'Pilsen' are written in Gothic letters

with fine strokes of serifs
g E IP PRO
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TRADEMARK
LANDMARK CASE

"Pale Pilsen” are gellel‘ic words descriptive of

the color ("pale”), of a type of beer ("pilsen”), which is
a light bohemian beer with a strong hops flavor that
originated in the City of Pilsen in Czechoslovakia and
became famous in the Middle Ages.

@ IP PRO
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----------------------------------------------------------------

THERMOS Yacuum flash
LINOLEUM Floor coverings
/IPPER Slide faste ner

VETSIN Mono-Sodlum Glutamate
ESCALATOR moving stairs

CLOROX Bleachling preparation
CELLOPHANE Plastics
ELEVATOR lift
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TRADEMARK
LANDMARK CASE

, = |

Amber Steinie Bottle - is a container
dictated by function in a form, size and
character commonly used in beers
(industry standard). Amber color is

selected to protect beer from light rays
and white prints is to contrast with amber




TRADEMARK
LANDMARK CASE

Pﬂim 0[ Purchase - Unlike catsup, which is

bought off the store shelves by housewives and
house help who may not to identify the product
by name or brand and would very likely identify
it by mere recollection of its appearance, beer is
ordered from the storekeeper or waiter in a pub
or restaurant by the beer drinker who knows his

brand.
i €.




Trademark dilution is the lessening
of the capacity of a famous mark to
identify and distinguish goods or
services, regardless of the presence
or absence of competition or
likelihood of confusion, mistake or

deception.

IP PRO




Dilution.

INTERAITIONALLY WELL XNOWN MRS

Not allowing the use and registration
of marks that are identical or
confusingly similar to, or translations
of, registered WELL-KNOWN
MARKS even on dissimilar goods/
services.

If not registered, protection extends
only to related goods.

g E IP PRO




Pnonucr
| C [assylcamm
" j ‘MC“LA"S§1 ﬂhemlcals
. s Paints

cuass:: GOSMetics, Cleaning Preparations

cuass« LUBKIcants & Fuels
casss: Pharmaceuticals
casse. Metal Goods

cnss7. MAchinery
CLASS 8: Hand Tﬂnls




INTERNANTONA TR N O NI A RKS

OIIT cRIA for WELL-KNOWN MARK

DURATION, EXTENT & GEOGRAPHICAL AREA OF USE
& PROMOTION OF THE MARK
* MARKET SHARE OF THE MARK IN THE PHILIPPINES
& OTHER COUNTRIES
#* DEGREE OF ACQUIRED/INHERENT DISTINCTION, IMAGE
& REPUTATION IN THE MINDS OF RELEVANT SECTOR
* SUCCESSFUL EXCLUSIVE REGISTRATION & USE OF THE

KIN THE WORLD
IP PRO




Trademark STRATEGY
‘ Drecess

CHOOSEA CATCHY & DISTINCTIVE MARK

FORMULATE A STRATEGY FOR PROTECTION

PROSECUTE THE APPLICATIONS

MAINTAIN THE REGISTRATIONS
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- Praticting Manks of Ounnelip

IP PRO
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THANK YOU

ANDREWMICHAEL.ONG@OVFF-ASIAPACIFIC.COM

PROTECTING MARKS OF OWNERSHIP

iPROTECT PHILIPPINES
Suite 2013 Strata 10 Bldg.,
Don Francisco Ortigas Jr. Street;

Ortigas Center, Bgy. San Antonio,

Pasig City 1605 Philippines
Tel. (02)9105428
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